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Remarks: 

With this amendment, claims 3 and 18-50 are pending in this application. Claims 2 and 
4-16 were previously cancelled. Applicants hereby cancel claims 1 and 17 without prejudice to 
their prosecution in future patent applications. Claim 18 has been rewritten in independent 
form including the limitations of intervening claims 1 and 17. 

All of the pending claims are under rejection, as stated in the final Office Action of 
December 22, 2006 (hereinafter, the Office Action). 

In that action, the prior species election requirement of February 27, 2006 was 
withdrawn on the grounds that "an elected species has become or is found allowable." In 
summary, the pending rejections are: 

Obviousness-type double-patenting: All claims, unpatentable over claims 1-6, 8-14, and 
17-24 of co-pending U.S. Patent Application No. 10/629,308; 

35 U.S.C. § 102(e): Claims 1, 17 and 45-49, unpatentable over WO 02/46709 Al to Pai 
etal. (hereinafter, Pai); and 

35 U.S.C. § 103(a): Claims 1, 3, 17-19 and 45-49, unpatentable over Pai in view of 
U.S. Patent No. 5,296,161 to Wiersema et al. (hereinafter, Wiersema). 

Obviousness-type Double Patenting: 

The rejection of claims 1, 3, and 17-50 is provisional because the co-pending 
application, 10/629,308, has not yet issued. Applicants defer their response to this rejection 
until such time as application no. 10/629,308 issues as a patent. At that time, Applicants may 
submit a terminal disclaimer. 

35 U.S.C. § 102(e) (Pai): 

With respect to the rejection of 1, 17 and 45-49, as anticipated by Pai, Applicants 
respectfully submits that the rejection has been mooted by Applicants' cancellation of claims 1 
and 17 and amendments to claims 45 and 49. 

35 U.S.C. § 103(a) (Pai in view of Wiersema): 

Applicants respectfully traverse this rejection in that a prima facie case of obviousness is 
not established because the disclosure of Wiersema is not within the scope of the analogous art 
and because the arts to which Wiersema and Pai pertain are so different that they would likely 
teach away from their combination. 
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Pai discloses a process for preparation of a clear, sterile anesthetic composition of 
Propofol suitable for parenteral administration. Wiersema, a patent assigned to Clorox, is 
directed to a composition suitable for bleaching clothes. Any coincidental similarity in one or 
more components of the Wieserma bleach composition would not lead one skilled in the art to 
think that the bleach composition would be useful for an anesthetic. Much to the contrary, 
some of the elements required for Wiersema's bleach (hydrogen peroxide, etc.) would lead that 
skillful anesthetic developer to avoid the art of bleach compositions. Clearly, this would lead 
away from, rather than toward, the present invention. 

As part of its bases for the obviousness rejection, the Office Action appears to suggest 
that there are some similarities between the disclosures of Pai and Wiersema because: 

One of ordinary skill in the art would have been motivated to combine the above 
cited references add the emulsifier sodium deoxycholate and propylene glycol to 
the composition of Pai et al. because both have been used solution [sic] and 
both solutions are used as a nerve agent, therefore one of ordinary skill in 
the art would have been motivated to add the ingredients of Wiersema et al. to 
that of Pai et al and used as an anesthetic at the time the claim invention was 
made, (emphasis added, office action paragraph bridging pages 5 and 6). 

Applicants respectfully traverse this statement to the extent that they can find nothing within 
the disclosure of Wiersema to support the statement that Wiersema's detergent compositions 
"are used as nerve agents." 

Applicants' invention as claimed in pending claim 3 (as amended), recites a novel 
"anesthetic composition" which includes water, propofol, and a combination of various 
excipients and "is suitable for administration as an anesthetic to a human or a veterinary 
patient." Thus, the field of Applicants' invention and of Pai is widely disparate from Wiersema's 
field of detergents. Moreover, one skilled in the art of formulating an anesthetic composition 
could not reasonably be expected to look to the teachings of the detergent field. See In re 
Oetiker, 24 USPQ2d 1443, 1446 (Fed. Cir. 1992); MPEP § 2141.01(a). The Office Action's 
reliance on Wiersema together with Pai is a "combination of elements from non-analogous 
sources, in a manner that reconstructs the applicant's invention only with the benefit of 
hindsight" that cannot form a proper prima facie case of obviousness. Oetiker, 24 USPQ2d at 
1446. Therefore, Applicants respectfully request that this obviousness rejection be withdrawn. 

Conclusion: 

For the above reasons, Applicants believe the application is in condition for allowance. 
Notification to this effect is respectfully requested. The Examiner is invited to call Applicants' 
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undersigned attorneys if it appears that further minor amendment or clarification may be 
necessary for allowance. 

Respectfully submitted, 



PFP/PEG/tc 

Dated: February 6, 2007 




Paul F. Prestia, Reg. No. 23,031 
Phillip E. Gonzalez, Reg. No. 55,213 
Attorneys for Applicants 



P.O. Box 980 

Valley Forge, PA 19482 

(610) 407-0700 

The Director is hereby authorized to charge 
or credit Deposit Account No. 18-0350 for 
any additional fees, or any underpayment or 
credit for overpayment in connection 
herewith. 
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I hereby certify that this correspondence is being deposited 
with the United States Postal Service as first class mail, 
with sufficient postage, in an envelope addressed to: 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450 on: February 6, 2007 




fodd Conway 
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